REMARKS 

Favorable reconsideration of this application as presently amended is respectfully 
requested. 

Claims 16-26 are presently active in this case, Claim 16 having been amended and 
Claims 19-26 having been added by way of the present amendment. 

Claims 16-18 were rejected under 35 U.S.C. 103(a) as being unpatentable over Figure 
1 1 of the present application in view of Mims (U.S. Patent No. 3,893,223). For the reasons 
discussed below, the Applicants request the withdrawal of the obviousness rejection. 

Amended Claim 16 of the present application recites a chip part device comprising a 
circuit board including a board main body and a conductive layer formed on the board main 
body, and a chip element mounted on the circuit board. The conductive layer has a plurality 
of bonding areas defined by a conductive pattern. The chip element has a plurality of bump 
electrodes which are joined with the bonding areas by ultrasonic bonding. The circuit board 
advantageously includes at least two grooves defined by the conductive pattern, and located 
approximate to one of the bonding areas to put the bonding area therebetween, and the at least 
two grooves do not extend into the board main body. 

The Applicants submit that a prima facie case of obviousness cannot been established 
in the present case because the cited references do not teach or suggest, either singularly or in 
combination, all of the limitations expressly recited in amended Claim 16 of the present 
invention. (See MPEP 2143.) More specifically, the cited references do not disclose or 
suggest a chip part device comprising a circuit board including a board main body and a 
conductive layer formed on the board main body, where the conductive layer has a plurality 
of bonding areas defined by a conductive pattern, and where the circuit board includes at least 
two grooves defined by the conductive pattern, and located approximate to one of the 


bonding areas to put the bonding area therebetween, and the at least two grooves do not 
extend into the board main body. 

Figure 1 1 is cited for the teaching of a general chip part device. However, as noted in 
the Office Action, Figure 1 1 does not disclose two grooves proximate a bonding area to place 
the area therebetween. The Office Action cites the Mims reference for the teaching of 
"grooves (with the conductive material all the way removed) on either side of a bonding area 
where a row of bonding areas is being ultrasonically attached." 

The present invention recites a circuit board including a board main body and a 
conductive layer formed on the board main body, where the circuit board includes atieasl 
two grooves defined by a conductive pattern, and the at least two grooves do not extend into 
the board main body . The Mims reference describes a method for spot welding sheet 
members by vibratory energy, where weld locations are decoupled from adjacent weld 
locations by forming apertures, slots, holes, or cutouts that extend the full depth of a single- 
layered workpiece. The Mims reference does not disclose or suggest decoupling a device 
having a main body and a layer thereon by defining a groove in the layer that does not extend 
into the main body. Additionally, the Mims reference does not disclose or suggest modifying 
the invention described therein for use in a device having a main body and a layer thereon. 

The Applicants, therefore, respectfully submits that the rejection is based on the 
improper application of hindsight considerations. It is well settled that it is impermissible 
simply to engage in hindsight reconstruction of the claimed invention, using Applicants' 
structure as a template and selecting elements from the references to fill in the gaps. In re 
Gorman, 933 F.2d 982, 18 USPQ2d 1885 (Fed. Cir. 1991). Recognizing, after the fact, that 
a modification of the prior art would provide an improvement or advantage, without 
suggestion thereof by the prior art, rather than dictating a conclusion of obviousness, is an 


indication of improper application of hindsight considerations. Simplicity and hindsight are 
not proper criteria for resolving obviousness. In re Warner, 397 F.2d 101 1, 154 USPQ 173 
(CCPA 1967). 

Even assuming for the sake of argument that one of skill in the art have considered 
both the Mims reference and Figure 11, it is unclear from the Mims reference whether the 
decoupling method described therein would perform sufficiently in a device having a main 
body and a layer thereon, since no suggestion is provided for such a modification. Based 
upon the teachings of the Mims reference, one of skill in the art would have been lead to 
believe that by forming the slot only through layer, the main body would still act as a 
coupling between the welding points, thereby causing damage to adjacent welding points. 
Accordingly, one of skill in the art would not have been motivated to combine the teachings 
of the Mims reference with Figure 1 1 of the present application. 

Claims 17 and 18 are considered allowable for the reasons advanced for Claim 16 
from which they depend. These claims are further considered allowable as they recite other 
features of the invention that are neither disclosed, taught, nor suggested by the applied 
references when those features are considered within the context of Claim 16. 

Accordingly, the Applicants respectfully request the withdrawal of the obviousness 
rejection. 

Newly added Claims 19-26 are considered allowable as they recite features of the 
invention that are neither disclosed, taught, nor suggested by the references of record. The 
Applicants note that means plus function limitations should be examined in light of and 
consistent with the written description of the invention in the application, as per the Federal 
Circuit decision in In re Donaldson. (See MPEP 2181.) 
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Consequently, in view of the above discussion, it is respectfully submitted that the 
present application is in condition for formal allowance and an early and favorable 
reconsideration of this application is therefore requested. 


Respectfully submitted, 


OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 
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Attorney of Record 
Registration No. 25,599 
Christopher D. Ward 
Registration No. 41,367 
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